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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be UmeJy filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended, period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the OfRce later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenm adjustment See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 10 July 2003 . 
2a)D This action is FINAL. 2b)El This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) K Clalm{s) 1-13,15-34 and 37-48 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-13. 15-34. 37-48 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, con-ected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachnnent(s) 

1 ) ^ Notice of References Qted (PTO-892) 4) □ Intenrtew Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infomial Patent Application (PTO-152) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) D Other: 

U.S^ Patent and Trademark OfTice """" ' ~ 

PTOL-326 (Rev. 04^1) Office Action Summary Part of Paper No. 10 
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DETAILED ACTION 

The following is a second non-final office action in response to the amendment filed July 
10, 2003. Claims 14, 35 and 36 have been cancelled. Claims 1-13, 15-34 and 37-48 are pending 
and have been examined on the merits discussed below. 

Response to Amendment 

Prior rejections to claims 3, 4, 24 and 25 under 25 U.S.C. 1 12, second paragraph, are 
upheld. Since there is no recitation of thresholds or other measures (in the claims or in the 
specification) that can be used to determine if a business opportunity has a large amount or small 
amount of publicity, it is determined that the determination of large or small amounts of pubUcity 
is purely subjective and these claims are indefinite for failing to particularly point out and 
distinctly claim the subject matter. 

The prior rejection under 35 U.S.C. 101 has been withdrawn by the Examiner. 

The prior rejections under 35 U.S.C. 102(e) have been withdrawn by the Examiner. 
Examiner has formed new rejections below. 

Prior rejections under 35 U.S.C. 103(a) have been withdrawn by the Examiner. New 
rejections are below. 

Claim Rejections - 55 USC § 112 
1. Claims 1, 7, 8, 28 and 29 rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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As per claim 1, applicant recites "culling from the first set of business opportunities a 
reduced second set of business opportunities having sufficiently high ranking". It is 
unclear what constitutes a "sufficiently high ranking". The task of determining which 
business opportunities rank highly is purely subjective since there is no mention of a 
threshold or other measure to which the ranking is compared to determine a high ranking. 
As per claim 7 and 28, applicant recites "the criteria include an evaluation of the 
uniqueness of the opportunity". The task of determining the uniqueness of an 
opportunity is purely subjective. It is unclear how to determine the xmiqueness of the 
opportunity since there is no recitation of a specific measure, threshold or method to do 
so. 

As per claim 8 and 29, apphcant recites *the criteria include an evaluation of the 
advantages of the business opportunity over other business opportunities". Determining 
the advantages of the business opportunity is purely subjective. Since there is no 
recitation of a specific measure, threshold or method by which the advantages can be 
compared, this feature of the invention is indefinite. 



Claim Rejections - 35 USC §103 
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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3. Claims M3, 15-20, 22-34, 37-41 and 43-48 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over Themescape in view of Karszes. 

As per claim 1, Themescape teaches identifying a first set of potential business 
opportunities of interest to a business from an initial, larger pool of business opportunities (page 
1, the user searches for the topic of interest contained within large numbers of documents); 
analyzing the first set of business opportunities by having a group of persons evaluate them using 
an elimination tool which generates a set of data, the data providing for a ranking of the business 
opportunities in the first set (page 1, the data is organized into a map showing peaks where there 
is a high concentration of documents about the opportunity showing which topics dominate the 
document collection); culling from the first set of business opportimities a reduced second set of 
business opportunities having sufficiently high ranking (page 1, the high concentration of 
documents about an opportunity inherently shows a high ranking of popularity of an opportunity, 
i.e., there are numerous documents containing information about that opportunity) and providing 
a graphical representation of the first and second characteristics for at least some of the business 
opportunities in the second set (page 1, the results are presented in a map form). While 
Themescape does not explicitly teach analyzing the business opportunities once ranked, Karszes 
et al teach analyzing a business opportunity to determine if an investment into the new 
technology or opportunity would be feasible based on several considerations. Specifically 
Karszes et al teaches determining a characteristic which provides a measure of its usability and a 
characteristic that provides a measure of its appropriability for each of them (page 1, point 2, 
does it support your goals and interest (usability) and does the adoption support your business 
and help it move toward its goal (appropriability)). Themescape, on it's own, only narrows the 
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mass amounts of publicity, but once the most popular business opportunities are identified, a user 
would need a tool to narrow their choice even more. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to employ Karszes survey questions with 
Themescapes search tool. This would offer the user an efficient way to ultimately choose a 
business opportunity. 

Neither Themescape nor Karszes teach a computerized evaluation using numerical 
ratings. Although this combination does not explicitly teach the process of evaluating a business 
opportunity taking place over a computerized system, official notice is taken that it is old and 
well known to present survey questions in a Microsoft Excel format wherein the user can enter a 
numerical ranking of the importance in the appropriate cell. Therefore it would have been 
obvious to implement the survey of Karszes in an Excel format. The benefit would be to present 
a user-fiiendly format wherein the user could enter ranking information and use all the benefits 
of Excel for compiling results, graphing, etc. 

As per claim 2, Themescape teaches the initial, larger pool of business opportunities is 
identified by examining publications of interest (page 1). 

As per claim 3, Themescape teaches the first set of potential business opportunities is 
characterized by a disproportionate amount of recent pubHcity (page 1, the map in Themescape 
represents a high concentration of documents about a business opportunity with peaks). 

As per claim 4, Themescape teaches the first set of potential business opportunities is 
characterized by little publicity prior to a selected date (page 1, peaks with large distance in 
between show there is less publicity about a topic). 
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As per claim 5, Themescape teaches web pages are searched for business opportunities 
(page 1, Themescape 2.0 searches mass amounts of documents on the web). 

As per claim 6, Themescape does not explicitly teach the elimination tool comprises a set 
of criteria forjudging the first set of business opportunities. However, Karszes et al teaches the 
elimination tool comprises a set of criteria forjudging the first set of business opportunities 
(page 1, a set of survey questions are presented to evaluate the business opportunities). 
Themescape, on it's own, only narrows the mass amounts of publicity, but once the most popular 
business opportunities are identified, a user would need a tool to narrow their choice even more. 
It would have been obvious to one of ordinary skill in the art at the time of the invention to 
employ Karszes survey questions with Themescapes search tool. This would offer the user an 
efficient way to ultimately choose a business opportunity. 

As per claim 7, Themescape does not explicitly teach the criteria include an evaluation of 
the uniqueness of the opportunity. Karszes teaches evaluating if research supports the new 
technology and verifies claims about its impact (page 1). Themescape, on it's own, only narrows 
the mass amoxmts of publicity, but once the most popular business opportunities are identified, a 
user would need a tool to narrow their choice even more. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to employ Karszes survey questions with 
Themescapes search tool. This would offer the user an efficient way to ultimately choose a 
business opportunity. 

As per claim 8, Themescape does not explicitly teach the criteria include an evaluation of 
the advantages of the opportunity over other business opportunities. Karszes teaches the criteria 
include an evaluation of the how the business opportunity can help it move toward its goals 
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(page 1). Themescape, on it's own, only narrows the mass amounts of publicity, but once the 
most popular business opportunities are identified, a user can narrow the choice with Karszes 
evaluation criteria. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to employ Karszes survey questions about advantages of the opportunity with 
Themescapes search tool. This would offer the user an efficient way to ultimately choose a 
business opportunity. 

As per claim 9, Themescape does not explicitly teach evaluation of the business 
opportunities by each person. Karszes teaches each of the business opportunities is evaluated by 
each of the persons interested in the opportunity (page 1, if the user wants to know if the 
opportunity is worth their while they follow the survey questions). Themescape, on it's own, 
only narrows the mass amounts of publicity, but once the most popular business opportunities 
are identified, a user can narrow the choice with Karszes evaluation criteria. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to employ Karszes survey 
questions about the opportunity with Themescapes search tool. This would offer the user an 
efficient way to ultimately choose a business opportunity. 

As per claim 10, the combination of Themescape and Karszes does not explicitly teach 
each person provides a score for each of the criteria for every business that the persona evaluates. 
However, as recited in the rejection of claim 1 above, official notice is taken that it is old and 
well known to present survey questions in a Microsoft Excel format wherein the user can enter 
the ranking of the importance in the appropriate cell. Therefore it would have been obvious to 
implement the evaluation method of Karszes in an Excel format. The benefit would be to 
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present a user-friendly format wherein the user could enter ranking information and use all the 
benefits of Excel for compiling results, graphing, etc. 

As per claim 11, the combination of Themescape and Karszes does not explicitly teach 
the elimination tool provides a statistical summary of the numerical ranking. However, as 
recited in the rejection of claim 1 above, it is old and well known to present survey questions in a 
Microsoft Excel format wherein the user can enter the ranking of the importance in the 
appropriate cell. Therefore it would have been obvious to implement the evaluation method of 
Karszes in an Excel format. The benefit would be to present a user-fhendly format wherein the 
user could enter ranking information and use all the benefits of Excel for compiling results, 
graphing, etc. 

As per claim 12, Themescape teaches a computer is used to collect and analyze the data 
generated by use of the elimination tool (page 1, Themescape is implemented on a computer). 

As per claim 13, the combination of Themescape and Karszes does not explicitly teach a 
computer is used to determine the first and second characteristics However, as recited in the 
rejection of claim 1 above, official notice is taken that it is old and well known to present survey 
questions in a Microsoft Excel format wherein the characteristics being evaluated can be 
determined and the user can enter a numerical ranking of the importance in the appropriate cell. 
Therefore it would have been obvious to implement the evaluation method of Karszes in an 
Excel format. The benefit would be to present a user- friendly format wherein the user could 
enter ranking information and use all the benefits of Excel for compiling results, graphing, etc. 

As per claim 15, Themescape does not explicitly teach the numerical characteristic is a 
measure of the ease with which the opportunity can be acquired. Karszes teaches a question 
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directed to measuring if yoiu* current business has what is necessary to take advantage of the new 
opportunity (page 2, top of page). Themescape, on it's own, only narrows the mass amounts of 
publicity, but once the most popular business opportunities are identified, a user can narrow the 
choice with Karszes evaluation criteria. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to employ Karszes survey questions about acquiring the 
opportunity with Themescapes search tool. This would offer the user an efficient way to 
ultimately choose a business opportunity. 

As per claim 16, Themescape does not expUcitly teach the numerical characteristics are 
determined by evaluating a business opportunity according to sets of criteria. Karszes teaches 
evaluating business opportunities with survey questions directed to advantages, usability and 
appropriabiUty (page 1, questions directed to if the opportunity supports goals and interests, if 
the adoption of the opportxmity will help you move toward your goal, etc.). Themescape, on it's 
own, only narrows the mass amoimts of publicity, but once the most popular business 
opportunities are identified, a user can narrow the choice with Karszes evaluation criteria. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to employ 
Karszes survey questions about acquiring the opportunity with Themescapes search tool. This 
would offer the user an efficient way to ultimately choose a business opportunity. 

Neither Themescape nor Karszes teach using numerical evaluation. However, official 
notice is taken that it is old and well known to present survey questions in a Microsoft Excel 
format wherein the characteristics being evaluated can be determined and the user can enter a 
numerical ranking of the importance in the appropriate cell. Therefore it would have been 
obvious to implement the evaluation method of Karszes in an Excel foraiat. The benefit would 
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be to present a user-friendly format wherein the user could enter ranking information and use all 
the benefits of Excel for compiling results, graphing, etc. 

As per claim 17, the combination of Themescape and Karszes does not explicitly teach a 
single person determines numerical rankings for the criteria. Karszes does teach a survey to 
evaluate the criteria. As recited in the rejection for claims 1 and 16 above official notice is taken 
that it is old and well known to present survey questions in a Microsoft Excel format wherein the 
characteristics being evaluated can be determined and the user can enter a numerical ranking of 
the importance in the appropriate cell. Therefore it would have been obvious one of ordinary 
skill in the art to implement the evaluation method of Karszes in an Excel format. The benefit 
would be to present a user-friendly format wherein the user could enter ranking information and 
use all the benefits of Excel for compiling results, graphing, etc. 

As per claim 18, the combination of Themescape and Karszes does not explicitly teach 
the numerical values of the first and second characteristics determine whether the business 
opportunity is one that should be pursued by an approach selected from the group consisting of 
adoption, partnering and investing. The ultimate goal the Themescape/Karszes combination is to 
determine whether a business opportunity is worthwhile (is it worth adopting or investing in). 
Official notice is taken that it is old and well known in the art to implement a siurvey such as 
Karszes' in a Microsoft Excel format. The benefit would be to present a user-friendly format 
wherein the user could enter ranking information and use all the benefits of Excel for compiling 
results, graphing, etc. Since the ultimate goal of Karszes is to evaluate criteria to decide if a 
business opportunity is worthwhile, i.e. is it worth adopting or investing in by implementing 
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Karszes in excel, the numerical values would be evaluated to determine if the business 
opportunity should be pursued. 

As per claim 19, the combination of Themescape and Karszes does not explicitly teach 
the numerical values of the characteristics are plotted on a graph. However, at stated in the 
rejection of claim 1, official notice is taken that it is old and well known to present survey 
questions in a Microsoft Excel format wherein the characteristics being evaluated can be 
determined and the user can enter a numerical ranking of the importance in the appropriate cell. 
Therefore it would have been obvious to implement the evaluation method of Karszes in an 
Excel format. The benefit would be to present a user-fiiendly format wherein the user could 
enter ranking information and use all the benefits of Excel for compiling results, graphing, etc. 

As per claim 20, the combination of Themescape and Karszes does not explicitly teach 
the graph is in a form of a matrix. However, official notice is taken that it is old and well known 
to present survey questions in Microsoft Excel format wherein the characteristics being evaluated 
can be determined and the user can enter a numerical ranking of the importance in the 
appropriate cell. Using all the known benefits of Excel the user could then analyze the results in 
such ways as statistics or graphs of all types. Therefore it would have been obvious to 
implement the evaluation method of Karszes in an Excel format. The benefit would be to 
present a user-fiiendly format wherein the user could enter ranking information and use all the 
benefits of Excel for compiling results, graphing, etc. 

As per claims 22-34 and 37-41, they are directed to the same method as claims 1-13 and 
15-20. The only difference is in the preamble where claims 1-16 and 18-20 are directed to 
evaluating business opportunities and claims 22-37 and 39-41 are directed to evaluating 
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technologies. Since new technology can be considered as a new business opportunity, the same 
rejection as applied to claims 1-16 and 18-20 is applied to claims 22-37 and 39-41. 

As per claim 43, it is the apparatus with means to perform the method of claim 1, 
therefore the same rejection as applied to claim 1 also applies to claim 43. 

As per claim 44, Themescape teaches the means for identifying a first set of potential 
technologies comprises a computer (page 1, Themescape is a computerized tool for scanning 
large numbers of docxmients). 

As per claim 45, Themescape does not explicitly teach the means for analyzing the 
technologies comprises a set of numerically gradable criteria provided to the persons. Karszes 
teaches a set of questions to determine if the opportunity is worthwhile. Numerous methods can 
be employed to evaluate the questions. Official notice is taken that it is old in well known in the 
art of surveys to numerically rank or grade criteria to determine those criteria with more 
importance or relevance. Therefore it would have been obvious to one of ordinary skill in the art 
to combine Themescapes search tool with Karszes survey to rank or grade the criteria of most 
importance to the business. The implementation would allow the user to quickly determine if a 
business opportunity is worth looking into. 

As per claim 46, Themescape teaches the means for culling from the first set of 
technologies a reduced second set of technologies comprises a computer (page 1, Themescape is 
a computer implemented method of culling through large amounts of documents to arrive at a 
smaller number of documents about the technologies). 

As per claim 47, Themescape does not teach analyzing the second set of technologies. 
Karszes teaches analyzing the second set of technologies comprises human judgement (page 1, 
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the survey is completed using human judgement). It would have been obvious to on of ordinary 
skill in the art at the time of the invention to combine Themescape with Karszes method to 
produce a user-friendly system to evaluate business opportunities. The combination of 
Themescape and Karszes does not teach evaluating the second set of technologies comprises 
machine calculation. However, official notice is taken that it is old and well known to 
implement a survey in Microsoft Excel format where in all the benefits of Excel can be used 
such as calculations and graphing. Therefore it would have been obvious to one of ordinary skill 
in the art to implement the Karszes survey in Excel for a user-friendly format wherein the 
characteristics can be ranked for choosing a business opportunity. 

As per claim 48, the combination of Themescape and Karszes does not explicitly teach 
the graph is in a form of a matrix. However, official notice is taken that it is old and well knovm 
to present survey questions in Microsoft Excel format wherein the characteristics being evaluated 
can be determined and the user can enter a numerical ranking of the importance in the 
appropriate cell. Using all the known benefits of Excel the user could then analyze the results in 
such ways as statistics or graphs of all types. Therefore it would have been obvious to 
implement the evaluation method of Karszes in an Excel format. The benefit would be to 
present a user- friendly format wherein the user could enter ranking information and use all the 
benefits of Excel for compiling results, graphing, etc. 

Claim Rejections - 35 USC§103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 21 and 42 are rejected imder 35 U.S.C. 103(a) as being unpatentable over 

Themescapes and Karszes. 

The combination of these references teach representing a data in a graphical format. The 

references do not disclose expressly a representation of the data in a matrix comprising nine 

rectangles. 

At the time of the invention, it would have been an obvious matter of design choice to a 
person of ordinary skill in the art to divide the graphical matrix into nine rectangles which are 
labeled by at least one of the words adopt, partner, invest, and ignore because applicant has not 
disclosed that dividing the matrix into nine rectangles solves any stated problem, is used for a 
particular purpose nor provides any advantage. Further, the combination of Themescape and 
Karszes (implemented in an Excel format) would have been expected by those of ordinary skill 
in the art to perform equally well with either a nine rectangle matrix or any other graph because 
it is simply a visual way to show which business opportunity is best to follow through with. 

Therefore, it would have been an obvious matter of design choice to modify the 
combination of Themescapes and Karszes (implemented in an Excel format) to obtain the 
invention as specified in claims 21 and 42. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Johnna Stimpak whose telephone number is 703-305-4566. The 
examiner can normally be reached Monday through Friday from 8:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, Tariq Hafiz, can be reached on 703-305-9643. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Receptionist whose telephone number is 703-308-1113. 

Any response to this action should be mailed to: 



Commissioner of Patents and Trademarks 
Washington, D.C. 20231 



Or faxed to: 



703-305-7687 



[Official communications; including 
After Final communications labeled 



Box AF"] 



703-746-3956 



[Informal/Draft communications, labeled 
"PROPOSED" or "DRAFT"] 



Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 



Drive, Arlington, VA, 7^^ Floor. 



JS 




9/23/2003 



